United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OfTice 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/926,674 



11/30/2001 



Masanori Ishii 



06/23/2004 



22850 7590 

OBLON, SPIVAK, MCCLELLAND, MAIER & NEUSTADT, P.C. 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



215896US0PCT 



7867 



EXAMINER 



NOLAN, SANDRA M 



ART UNIT 



PAPER NUMBER 



1772 

DATE MAILED: 06/23/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 





Application No. 


Applicant(s) 


xjTTiCG MCiion ounifii€Mfy 


09/926,674 


ISHII ET AL 


Examiner 


Art Unit 






Sandra M, Nolan 


1772 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (36 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )IE1 Responsive to connmunication(s) filed on 05 May 2004 . 
2a)n This action is FINAL. 2b)|El This action is non-final. 

3) n Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) |E1 Claim(s) 1-12 is/are pending in the application. 

4a) Of the above claim(s) 1,2 and 5-12 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) M Claim(s) 3 and 4 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)[EI Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)IElAII b)n Some * c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) K Notice of References Cited (PTO-892) 

2) n Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
Paper No(s)/Mail Date 2-28-02 + 1-14-03 . 



4) D Interview Sumnnary(PT0-41 3) 

Paper No(s)/Mail Date. . 

5) □ Notice of Infomnal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Tradeniark Office 

PTOL-326 (Rev. 1-04) 
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Part of Paper No./Mail Date 20040616 
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DETAILED ACTION 
Claims 

1 . Claims 1-12 are pending. Claims 3 and 4 having been elected in the 05 may 
2004 response, claims 1-2 and 5-12 are withdrawn. 

Election/Restrictions 

2. This application contains claims 1-2 and 5-12 drawn to an invention nonelected 
in the reply filed on 05 May 2004. A complete reply to any final rejection must include 
cancellation of nonelected claims or other appropriate action (37 CFR 1 .144) See 
MPEP§ 821.01. 

Priority 

3. Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

4. The information disclosure statement (IDS) submitted on 28 February 2002 and 
14 January 2003 were considered by the examiner. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 3 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

What is the order of the four layers in the film? Please clarify. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miyamoto (US 5,208,103) in view of applicants' admission on page 1 of WO 01/15897 
and JP 54120646 (abstract). 

Miyamoto teaches films having a biaxially oriented outer layer of polyethylene 
terephthalate (col. 1, line 42 and col. 4, lines 31-35), an adhesive layer, an intermediate 
layer and an adhesion layer (Figure 1). An antistatic treatment has been applied to the 
outer layer (col. 5, lines 43-46). The intermediate layer is a polyolefin layer containing 
polyethylene, polystyrene and a styrene/butadiene block copolymer (col. 3, lines 44-60). 

It fails to teach films having multiple layers between the oriented film and the heat 
heal seal layer or the use of the heat seal composition of claim 1 . 
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The admission on page 1 states that the use of a structure of 3 or more layers 
with interlayers between the stretched film and the heat seal layer is "widely used" 
(page 1, lines 21-26). 

The Japanese publication teaches the four-component resin mixture recited in 
claim 1 , i.e., components a. b, and c, in a heat sealing film that is sealable under a wide 
conditions (penultimate sentence of the abstract). 

The references are analogous because they all deal with heat sealable 
adhesives. 

It would have been obvious to one having ordinary skill in the art at the time that 
the invention was made to employ the resin mixture of the Japanese abstract and the 
multiple layers taught in the specification when making the tapes of Miyamoto. 

The motivation to employ the multiple interlayers of the specification is found in 
the statement that such layers are widely used (page 1 , line 26). The motivation to 
employ the mixed resins of the Japanese abstract is found in the penultimate sentence 
of the abstract, where the mix is said to be useful under a wide range of conditions. 

It is deemed beneficial to make adhesive films that have acceptability, as 
suggested by the specification, and are curable under a wide range of conditions, as 
suggested by the Japanese abstract, so that they will be commercially acceptable and 
easily cured. 
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Conclusion 

Any inquiry concerning this communication should be directed to Sandra M. 
Nolan, whose telephone number is 571/272-1495. She can normally be reached on 
Monday through Thursday, from 6:30 am to 4:00 pm. Eastern Time. 

If attempts to reach the examiner are unsuccessful, her supervisor, Harold Pyon, 
can be reached at 571/272-1498. 

The fax number for patent application documents is 703/872-9306. 

S. M. Nolan 
Primary Examiner 
Technology Center 1700 
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